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WARREN, Administrative Patent Judge.

Decision on Appeal and Opinion
We have carefully considered the record in this gpped under 35 U.S.C. § 134, including the
opposing view of the examiner, in the answer, and gppellants, in the brief and reply brief, and based on
our review, find that we cannot sustain the rejection of gppedled clams 35 through 53, al of the clams
in the application, under 35 U.S.C. § 103 over Paviaet d. (Pavia).! Indeed, the examiner hasfailed to

make out a prima facie case of obviousness of the claimed method or process encompassed by any of

1 Answer, pages 3-5. The ditation of Paviain the answer (page 3) does not specify the pages relied
on, which, from the sole copy in the record, appear to be pages 505-16, that is, al of “Technique 3
Crygdlization: The Purification of Solids” It gppears that the publication date of this reference is 1976
as cited on the PTO 892 attached to Paper No. 6 in parent application 08/028,773.

-1-



Appea No. 1997-3123
Application 08/231,964

the appeded clams. See generally, In re Rouffet, 149 F.3d 1350, 1358, 47 USPQ2d 1453, 1458
(Fed. Cir. 1998) (“hindgght” is inferred when the pecific understanding or principa within the
knowledge of one of ordinary kill in the art leading to the modification of the prior art in order to arrive
a gopdlants damed invention); In re Dow Chemical Co., 837 F.2d 469, 473, 5 USPQ2d 1529,
1531-32 (Fed. Cir. 1988) (“The consistent criterion for determination of obviousness is whether the
prior art would have suggested to one of ordinary skill in the art that this process should be carried out
and would have a reasonable likelihood of success viewed in the light of the prior art. [Citations
omitted.] Both the suggestion and the expectation of success must be founded in the prior art, not in
goplicant’ s disclosure.”).

The plain language of, for example, independent claims 35, 36 and 40, and dependent claim 47,
clearly specifies[a] solvent-free method” or “process,” which emphasized term would be broadly
interpreted by one of ordinary skill inthisart in light of the written description of gppdlants specification
to mean smply that no solvent is added during the course of the method or process, which isin kegping
with the common dictionary meaning of the term “freg” in this context.” See generally, In re Zletz, 893
F.2d 319, 321-22, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989). The “solvent-freg’ dams further
gpecify “mdting the lactide mixture’ asan initid step. Thus, the only solvent which would be present is
the “smdl amounts of solvents [inthelactide] . . . remaining from previous processing steps’

(specification, page 2, lines 15-17).° The other dlams, for example, daim 45, which woud indude any

2 Seethe definition of “freg’ in any dictionary. See, e.g., Inre Morris, 127 F.3d 1048, 1055-56, 44
USPQ2d 1023, 1029 (Fed. Cir. 1997). Wefind that gppellants specificaly define only the phrase
“substantially solvent free purification and recovery process’ in the written description in the
specification (page 5, lines 4-9). If this phrase with the emphasized term of degree did appear in an
gopeded clam, it would permit the inclusion of solventsin the clamed process to the extent indicated in
the definition in the gpecification. Cf. York Prods., Inc. v. Central Tractor Farm & Family Ctr., 99
F.3d 1568, 1572-73, 40 USPQ2d 1619, 1622-23 (Fed. Cir. 1996) (“In this case, the patent discloses
no novel use of clam words. Ordinarily, therefore, ‘ substantidly’ means ‘condderablein . . . extent,
American Heritage Dictionary Second College Edition 1213 (2d ed. 1982), or ‘largely but not
wholly that which is specified, Webster’s Ninth New Collegiate Dictionary 1176 (9th ed. 1983).”).
3 Cf. InreMarosi, 710 F.2d 799, 802-03, 218 USPQ 289, 292 (Fed. Cir. 1983) (the generaly
guidelinesin gppellants specification with respect to the term * essentidly free of dkai meta” permitted
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amount of solvent in view of the trangtiond term “comprisng,” see In re Baxter, 656 F.2d 679, 636-
87, 210 USPQ 795, 802-03 (CCPA 1981) (“*Aslong as one of the monomersin the reaction is
propylene, any other monomer may be present, because the term ‘comprises permits the inclusion of
other Seps, dements, or materias.”), dearly specify “médt recrystdlization of lactide’” with “heeting
lactide to a temperature sufficient to form amdt” astheinitia step.

As pointed out by gppellants (e.g., brief, page 3, last full sentence), the examiner has not
established on the record that the claimed methods and processes as awhole, including each of the
specified limitations thereof, for example, each of the specified steps, would have been found in Pavia
by one of ordinary kil inthisart. Indeed, the examiner admits that “Pavia relates specificaly to solvent
crysalization” and has never explained how this method includes, inter alia, a sep of “mdting the
lactide mixture” or “hegting lactide to atemperature sufficient to form amelt.” Thus, eveniif it may be
sad that the examiner established a prima facie case in the firgt instance, appd lants certainly carried the
burden of establishing to the contrary by pointing out that Pavia requires a solvent for the process of
purification by crystdlization taught therein, and would have taught away from forming amet of the
lactide (brief, pages 4-5). Appdlants further rely on the Sloan declaration and on the Wynn article in
these respects (brief, pages 8-9).* Thus, appelants response shifted the burden back to the examiner
to again establish a prima facie case on the record as awhole in order to maintain the ground of
rgection. See generally, Inre Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir.
1992).

Because the examiner has not established on the record as awhole, including consideration of
the Soan declaration and the Wynn article in light of gppellants arguments, why one of ordinary skill in
this art would have found in Pavia the suggestion to modify the solvent crystallization process thereof
with the reasonable expectation of arriving & a met crystalization process, which can be solvent-free, it

aperson of ordinary skill in the art to “draw the line between unavoidable impuritiesin sarting materids
and essentid ingredients’).

* The Sloan declaration was filed June 10, 1994 (Paper No. 15) and the Wynn artide is cited in the
specification (page 3, lines 15-20). Neither of these documents was discussed by the examiner in the
answer.
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is inescapable that, on thisrecord, the only direction to the daimed invention resides in gppdlants
specification. See Rouffet, supra; Dow Chem., supra.
The examine’s decision is reversed.
Reversed

EDWARD C. KIMLIN
Adminigrative Patent Judge

CHARLESF. WARREN BOARD OF PATENT
Adminigrative Patent Judge APPEALS AND
INTERFERENCES

TERRY J OWENS
Adminidrative Patent Judge
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